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ABSTRACT: This paper examines the issue of how best to protect traditional knowledge relating to 
genetic resources in small island developing states (SIDS) in the Pacific, specifically those Pacific SIDS 
that are members of the World Trade Organization and thus subject to the Agreement on Trade-Related 
Aspects of Intellectual Property Rights (TRIPS).  After outlining the problem of gradual loss and 
misappropriation of traditional knowledge, particularly from biodiversity-rich developing countries, this 
paper identifies and evaluates three broad strategies for the protection of traditional knowledge by that 
are available to Pacific SIDS.  The paper highlights some specific characteristics of Pacific SIDS that 
create additional challenges in assessing and implementing these strategies.  The paper concludes that it is 
unfeasible for Pacific SIDS to seek amendment of TRIPS but suggests that Pacific SIDS could 
collaborate to protect TK by adopting various elements of overseas and international legal regimes. 
 
 

I INTRODUCTION 
 
Traditional knowledge (TK), sometimes called indigenous knowledge, is not easy to 
define.  It encompasses a wide range of tradition-based arts, crafts, innovations and 
sciences; includes agricultural, technical, ecological, and medicinal knowledge; and also 
extends to forms of cultural expression such as dance, song and carving.  TK is 
commonly transmitted through oral tradition and is holistic, intuitive and (mainly) 
qualitative in its approach.2  However, the primary distinguishing characteristics of TK 
are the traditional context of its creation, preservation and transmission, and its 
association with communities rather than individuals, especially through a sense of 
community ownership or responsibility.3   
 

                                                 

t r i : f

1 Guy Sinclair graduated from the University of Auckland with a BA/LLB(Hons) in 1999.  He has 
practised as a solicitor in commercial law firms in London and Auckland, is currently working at Unitec 
New Zealand and is studying towards a Masters in Law at the University of Auckland.  
2 Graham Dutfield “TRIPS-Related Aspects of Traditional Knowledge” (2001) 33 Case W. Res. J. Int'l L. 
233, 240-242. 
3 The Protec ion of T adit onal Knowledge  Outline o  Policy Options and Legal Elements World 
Intellectual Property Organization (WIPO) Doc WIPO/GRTKF/IC/7/6 (2004) (Document prepared 
by the Secretariat for the Intergovernmental Committee on Intellectual Property and Genetic Resources, 
Traditional Knowledge and Folklore, Seventh Session, Geneva, November 1 to 5, 2004) 23-24.  Also see 
Sarah Harding “Defining Traditional Knowledge – Lessons from Cultural Property” (2003) 11 Cardozo 
Journal of International and Comparative Law 511; Daniel Gervais The TRIPS Agreement (2nd ed, 
Sweet & Maxwell, London, 2003) paras 1.84-1.86. 
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In recent years, concern has grown regarding the gradual loss and misappropriation of 
TK, particularly from biodiversity-rich developing countries.  To indicate the potential 
scale of the issue, one study records that the global pharmaceuticals industry alone – 
setting aside other relevant industries such as food, medicine, biotechnology, seed, crop 
protection, and cosmetics – is now worth more than US$300 billion, and that natural 
products account for between 25-50 per cent of total sales in that industry.4  TK is 
widely used in making decisions regarding safety, efficacy and best production methods 
in such industries.5 
 
Experts and practitioners in the field of international law and trade, as well as other 
disciplines, have vigorously debated whether the World Trade Organization (“WTO”), 
and the Agreement on Trade-Related Aspects of Intellectual Property Rights 
(“TRIPS”)6 in particular, is beneficial, harmful or neutral in relation to TK.  Thus, for 
example, critics of TRIPS have argued that it imposes a western imperialistic framework 
of intellectual property rights (IPRs) that is culturally inappropriate for dealing with 
traditional or indigenous forms of knowledge and that its net effect is actually to 
encourage “bio-piracy”.7 
 
It is beyond the scope of this paper to comprehensively survey the extensive literature 
on the relationship between TRIPS and TK.  Instead, this paper approaches the issue 
from a specific, narrow perspective that is rarely considered: how best to protect TK 
relating to genetic resources in small island developing states (SIDS) in the Pacific.  
One practitioner in the region has already identified the need to determine:8 
 

[W]hat protection should be sought; for what rights; over what period of time; what modalities 
are presently available to achieve that protection; and, where such modalities were not available 
or not likely to achieve the objectives sought, what were the options available. 

 

                                                 

r

i

4 Sarah A Laird and Kerry ten Kate “Biodiversity prospecting: the commercial use of genetic resources 
and best practice in benefit-sharing” in Sarah A Laird (ed) Biodive sity and Traditional Knowledge 
(Earthscan Publications Ltd, London, 2002) 245 and 247. 
5 Kerry ten Kate and Sarah A Laird (eds) The Commercial Use of Biod versity (Earthscan, London, 
2002) 92. 
  For a survey of the range of approaches taken to protect TK, see: Charles R McManis “Intellectual 
Property, Genetic Resources and Traditional Knowledge Protection: Thinking Globally, Acting Locally” 
(2003) 11 Cardozo Journal of International and Comparative Law 547. 
6 TRIPS is Annex 1C to the Marrakesh Agreement Establishing the World Trade Organization, 15 April 
1994, 33 I.L.M. 1144 (“WTO Agreement”), and is thus binding on all WTO members: WTO Agreement 
Article II:3. 
7 See, for example, Jane Kelsey (ed) Free Trade at Any Price? (Action Research & Education Network of 
Aotearoa, 2003) 35. 
8 Jim Gosselin, notes for the UNCTAD-Commonwealth Secretariat Workshop on Elements of National 
Sui Generis Systems for the Preservation, Protection and Promotion of Traditional Knowledge, 
Innovations and Practices and Options for an International Framework, Geneva, Switzerland, 4-6 
February 2004 <http://r0.unctad.org/trade_env/test1/meetings/tk2/TK%20Notes.pdf>.  All URLs 
cited in this paper as at 28 May 2005. 
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Again, this paper does not pretend to provide authoritative answers to each of these 
important questions.  Rather, it aims simply to outline and critique the strategies that 
Pacific SIDS can consider when trying to protect TK. 
 
In the second part of this paper, I describe broad characteristics of the Pacific region 
that are relevant to my theme.  I will then discuss three broad strategies that are 
available to Pacific SIDS.  In brief, these are: to join other developing countries in 
seeking to reform or amend TRIPS; to address TK protection through TRIPS-
consistent laws and systems at a national and regional level; and to seek “positive” and 
“defensive” protection of Pacific-sourced TK in overseas jurisdictions. 
 
In describing and assessing these strategies, I acknowledge that it is somewhat artificial 
to differentiate between TK relating to genetic resources – for example with a medicinal 
application – from other types of TK that tend more towards cultural expressions.9  
However, I have chosen in this paper to focus on the former, both in the interests of 
keeping this study manageable and because the greatest area of concern to date has 
concerned this type of TK. 
 

II BEFORE TRIPS: SIDS AND TK IN THE PACIFIC 

A A Survey of the Region 
 
The Pacific region covers 30 million square kilometres, 98 per cent of which is ocean.10  
Although most of its inhabitants are subsistence farmers, the 22 independent countries 
and territories in the region are extremely diverse geographically, ethnically, culturally 
and linguistically.  The countries comprising the Melanesian sub-region (including 
Papua New Guinea, Solomon Islands, Vanuatu, and Fiji) are generally made up of large, 
volcanic islands, with valuable natural resources such as mineral deposits.  The largest 
country in Melanesia, Papua New Guinea, has a population of over 5 million, speaking 
715 indigenous languages,11 accounts for 98 per cent of the total land of the region.12 It 
has vast natural resources. 
 

                                                 

i

9 Thomas Cottier and Marion Panizzon “Legal Perspectives on Traditional Knowledge: the Case for 
Intellectual Property Protection” (2004) 7 Journal of International Economic Law 371, 387. 
10 Secretariat of the Pacific Community (SPC) The Pacific Region (2005) 
<http://www.spc.int/AC/region.htm>. 
11 CIA World Factbook Papua New Guinea (2005) 
<http://www.cia.gov/cia/publications/factbook/geos/pp.html>. 
12 SPC The Pacific Region (2005) <http://www.spc.int/AC/region.htm>.  Even Papua New Guinea, 
however, is categorised as a SIDS: see the UN Office of the High Representative for the Least 
Developed Countries, Landlocked Developing Countries and the Small Island Developing States 
(UNOHRLDC) (2005) List of Small Island Develop ng States <http://www.un.org/special-
rep/ohrlls/sid/list.htm>. 
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In contrast, the SIDS in the Polynesian sub-region (including Samoa and Tonga) are 
smaller in land area and population, with fewer natural resources.  For example, Samoa, 
the largest Polynesian country, has a population of just over 177,000 and a total land 
area of just under 3,000 square kilometres,13 while Tonga has a population of about 
112,000 and a total land area of 718 square kilometres.14  Polynesian countries are 
culturally relatively homogenous in comparison to Melanesia, and there are strong 
cultural similarities between the various indigenous peoples of Polynesia.  Smaller still, 
the countries and territories in the Micronesian sub-region consist mostly of tiny coral 
atolls with very few natural resources and little arable soil, spread out over a vast 
expanse of ocean.  The primary trading partners of most Pacific SIDS are the large 
developed country economies on the Pacific rim such as the United States, Canada, 
Japan, Australia and New Zealand.15 
 
Only three Pacific SIDS are currently members of the WTO, all since 1996: Fiji, Papua 
New Guinea and Solomon Islands.16  Three additional Pacific SIDS have applied for 
WTO membership: Tonga (June 1995), Vanuatu (July 1995) and Samoa (April 1998).17  
For illustrative purposes, when considering the strategies available for the protection of 
TK in this paper, I will make particular reference to the circumstances, characteristics 
and economies of these six countries.  Although the great diversity of the region makes 
it difficult to generalise in many respects, it is worth noting that all six have relatively 
small public administrations,18 and three of the six (Samoa, Solomon Islands and 
Vanuatu) may be classified as “Least Developed Countries”.19 
 
Strong concepts of property and ownership are not unknown in traditional Pacific 
cultures.  In some cases, ownership of TK has been expressed in terms of secrets that 
can be traded for animals, goods or money;20 in other cases, property rights in TK have 
been protected by tabu or magic.21  Traditional ownership rights may be vested in 

                                                 

ti ti
t

r

13CIA World Factbook Samoa (2005) 
<http://www.cia.gov/cia/publications/factbook/geos/ws.html#Geo>. 
14 CIA World Factbook Tonga (2005) <http://www.cia.gov/cia/publications/factbook/geos/tn.html>. 
15 United Nations Department of Economic and Social Affairs Statistics Division World Sta s cs 
Pocke book Small Island Developing States (United Nations, New York, 2003) 
<http://www.un.org/special-rep/ohrlls/sid/SIDSpocketbook.pdf>. 
16 WTO Members and Observers (2005) 
<http://www.wto.org/english/thewto_e/whatis_e/tif_e/org6_e.htm>. 
17 WTO Summary Table of Ongoing Accessions (2005) 
<http://www.wto.org/english/thewto_e/acc_e/status_e.htm>. 
18 Gosselin, above n 7. 
19 UNOHRLDC List of Least Developed Count ies (2005) <http://www.un.org/special-
rep/ohrlls/ldc/list.htm>. 
20 Dutfield, above n 1, 246-247. 
21 Miranda Forsyth "Cargo cults and intellectual property in the South Pacific" (2003) 14 Australian 
Intellectual Property Journal 193, 195-196. 
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individuals, families or communities,22 and few formal or substantial distinctions are 
drawn between tangible property and intangibles such as TK.23  Naturally, as indigenous 
cultures have increased their contact with each other and with commercial interests 
from developed countries, traditional means for protecting TK have gradually lost their 
efficacy.24   
 

B Examples o  Traditional Knowledge in the Pacific f

                                                

 
Given the geographic diversity of the Pacific region, it is hardly surprising that it is rich 
in TK.25  A handful of examples relating to genetic resources and associated TK in the 
Pacific will help to frame the critique of the various strategies described in the 
remainder of this paper. 
 

1 Kava 
 
The roots of the kava plant are traditionally pulverised to make a ceremonial drink that 
has a highly significant role in cultures throughout the Pacific.  In addition to 
ceremonial use, kava is also traditionally used medicinally to treat a wide range of 
illnesses, both as a drink and as an application to the skin.26  A concerted marketing 
campaign in the United States from 1996 onwards saw massive growth of sales of kava 
products.  Rapidly increased demand has led to concerns among Pacific SIDS that kava 
has become a cash crop, without respect for its traditional significance.  Other flow-on 
effects have included high prices for traditional users of kava.  Moreover, the companies 
purchasing kava roots have not recognised or rewarded the TK that underlies modern 
medicinal and other use of the plant and its extracts.27 
 
2 Canarium nut oil 
 
A publication of the Australian Centre for International Agricultural Research has 
recently reported on the patenting (in several countries) of an arthritis remedy based on 
oil from the nuts of the canarium tree.28  The canarium tree is found in the Solomon 

 
22 Miranda Forsyth "Intellectual Property Laws in the South Pacific: Friend or Foe?" (2003) 7/1 Journal 
of South Pacific Law <http://law.vanuatu.usp.ac.fj/jspl/2003%20Volume7Number1/forsyth>. 
23 Forsyth, above n 20, 195-196. 
24 Ibid 196. 
25 Don Marahare "Towards an equitable future in Vanuatu: the legal protection of cultural property" 
(2004) 8/2 Journal of South Pacific Law <http://law.vanuatu.usp.ac.fj/jspl/current/marahare#ref25>. 
26 Ibid. 
27 Information in this paragraph is drawn from Laird and ten Kate, above n 3, 104-107. 
28 Jay Sanderson and Brad Sherman “A Nut to Crack a Growing Problem” (2004) Partners in Research 
for Development 22-23 <http://www.aciar.gov.au/web.nsf/att/ACIA-
67V2CL/$file/Ngali%20nut%20IP.pdf>. 
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Islands and Papua New Guinea, as well as Southeast Asia.  The nuts of the tree are a 
food source and the oil of the nuts has traditionally been used in the Solomon Islands 
as part of a preparation for arthritis relief.  The patent holder had apparently lived in the 
Solomon Islands and had noted that Solomon Islanders had a low incidence of 
arthritis.29  The patenting of this plant-related TK has raised concerns that Solomon 
Islanders themselves may be prevented from cultivating canarium trees and their nuts 
for traditional purposes, much less as a commercial venture.30 
 

3 Mamala tree bark 
 
Finally, an American ethno-botanist and medical institute have patented the active 
compound extracted from the bark of a Samoan tree for use in AIDS treatments.  The 
ethnobotanist learned about the healing properties of the mamala tree’s bark from 
traditional healers in a Samoan village, who use the bark to treat hepatitis and 
incontinence, among other ailments.  The patent has since been licensed to a non-profit 
AIDS research institute, which has entered into a formal contract to give a percentage 
of the profits to the Samoan government and the village where the TK originated.  It is 
unclear, however, if pharmaceutical companies brought in to commercialise the patent 
will honour this agreement.31 
 

III REFORMING TRIPS 
 
The first strategy available to Pacific Island WTO members seeking greater protection 
for genetic resource-related TK is to join other developing countries in seeking to 
amend TRIPS.  Below, I first outline relevant provisions of TRIPS, with special 
attention to the scope of patentable subject matter as defined in Article 27.  I then 
describe two broad objections to TRIPS, and assess the policy implications of each.  
Finally, I consider whether the interests and objectives of Pacific SIDS are likely to 
align with those of other developing countries that are seeking amendment of TRIPS. 
 

A Outline of TRIPS 
 
TRIPS consists of a preamble and seven parts.  Part I describes general provisions and 
basic principles.  Part II establishes standards in relation to various categories of IPRs, 
including patents,32 geographical indications,33 and protection of undisclosed 

                                                 
29 Jay McGown Biodiversity Mystery Theatre (2003) The Edmonds Institute <http://www.edmonds-
institute.org/mystery.html>. 
30 Sanderson and Sherman, above n 27, 22. 
31 Information in this paragraph is based on Forsyth, above n 20, 205, and Michael Maiello Best natural 
preservative: money (2002) <http://www.forbes.com/global/2002/1125/076_print.html>. 
32 TRIPS Articles 27-34. 
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information.34  Parts III and IV prescribe civil, criminal, administrative and judicial 
procedures and remedies for the enforcement, acquisition and maintenance of the IPRs 
described in Part II.  Part V brings TRIPS-related disputes under the Dispute 
Settlement Understanding;35 Part VI provides transitional arrangements; and Part VII 
sets out institutional arrangements including the responsibilities of the Council for 
Trade-Related Aspects of Intellectual Property Rights (“TRIPS Council”).36 
 
According to Article 27.1, WTO member states must make patents available for 
inventions that are “new, involve an inventive step and are capable of industrial 
application”.  These three conditions are not defined, but a footnote states that the 
latter two terms may be deemed to be synonymous with “non-obvious” and “useful” 
respectively.37  Certain permissible exceptions and exclusions to patentability are set 
out in Articles 27.2 and 27.3.  First, a member country may exclude inventions from 
patentability under certain conditions if such is necessary “to protect ordre public or 
morality, including to protect human, animal or plant life or health or to avoid serious 
prejudice to the environment”.38  Second, members may exclude from patentability 
methods of human or animal medical treatment.39 Third, plants and animals other than 
microorganisms, and “essentially biological processes for the production of plants of 
animals other than non-biological and microbiological processes”, may also be 
excluded.40  If a member country decides to exclude plants from patentability, that 
member must provide for the protection of plant varieties by “an effective sui generis 
system” or any combination of the latter and patents.41 

 
B Objections to TRIPS 

 
Objections to TRIPS in relation to TK have generally fallen into one of two broad 
categories. 
 

1 Objections in principle 
 
First, numerous commentators express what might be termed objections in principle or 
“ideological reasons”42 for opposing TRIPS.  These commentators claim that TRIPS 

                                                                                                                                                     
33 Ibid Articles 22-24. 
34 Ibid Article 39. 
35 Understanding on Rules and Procedures Governing the Settlement of Disputes, Annex 2 to the WTO 
Agreement. 
36 TRIPS Article 68. 
37 Ibid footnote 5. 
38 Ibid Article 27.2. 
39 Ibid Article 27.3(a). 
40 Ibid Article 27.3(b). 
41 Ibid. 
42 Dutfield, above n 1, 256. 
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imposes a western worldview that is both individualistic and overbearingly commercial 
in orientation.43  The preamble to TRIPS itself recognises “intellectual property rights 
and private rights”,44 a concept that is alien to many indigenous cultures.  Naturally 
enough, it is argued, TRIPS simply overlooks this valuable form of knowledge and 
thereby perpetuates its undervaluation.  Criticisms of this sort often note that TRIPS 
was imposed by American fiat on developing countries at the conclusion of the 
Uruguay Round, and is yet another manifestation of the new form of western 
imperialism embodied by the WTO.45 
 
Although it is true that many indigenous groups have rejected the use of patents and 
other IPRs in relation to TK,46 it is somewhat misleading to suggest that the concept of 
ownership – even private ownership – of TK is entirely alien to all traditional cultures.  
As we have already seen, certain Pacific societies have traditionally had strong notions 
of property in TK, with which western IPRs would not necessarily be incompatible.  
Indeed, given the enormous diversity of cultures in the Pacific, it would be strange if 
none favoured any IPRs protection of their TK. 
 
Moreover, many in-principle objections to TRIPS seem to assume that indigenous or 
traditional cultures are static and unchanging; the reality in the Pacific is, of course, far 
different.47  Finally, it is worth noting that arguments that indigenous peoples do not 
view their heritage as property are frequently exploited in favour of handing that 
heritage over to pharmaceutical and seed companies without restriction.48  In this, as in 
many issues surrounding TK, generalisations are unhelpful and should be avoided.  
 

2 Practical objections 
 
The second major objection to TRIPS is that in practice it fails to protect TK from 
misappropriation, and thereby in effect promotes “bio-piracy” by unscrupulous 
commercial interests.  TK is unlikely to meet any of the requirements of patentability in 
Article 27.1, and indigenous peoples will thus be deprived of IPRs protection for a 
potentially valuable resource.  TK is by definition not “new”, having often taken 
generations to develop; it is difficult to point to a particular “inventive step”, as TK 

                                                 

l

43 Kelsey, above n 6, 35. 
44 TRIPS Agreement, preamble. 
45 See, for example, Carlos M Correa Intellectual Property Rights, the WTO and Developing Countries 
(Zed Books Ltd, London, 2000) 3-4. 
46 See, for example, “UNDP Consultation on Indigenous Peoples’ Knowledge and Intellectual Property 
Rights” (Suva, Fiji, April 1995) in Darrell A. Posey and Graham Dutfield Beyond Intel ectual Property 
(International Development Research Centre, Ottawa, 1996) 223-225. 
47 Forsyth, above n 20, 195-196. 
48 Thomas J. Krumenacher “Protection for Indigenous Peoples and their Traditional Knowledge: Would a 
Registry System reduce the Misappropriation of Traditional Knowledge?” 8 Marq. Intell. Prop. L. Rev. 
143, 150-151. 
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usually evolves over time by increments; and indigenous people generally lack both the 
resources and the expertise to capture or depict their TK in a form that allows for 
industrial application.49 
 
Furthermore, critics argue that TRIPS actively encourages the misappropriation of TK, 
by extending the reach of patent law to microorganisms and plant varieties.  Three cases 
involving the “bio-piracy” of TK from India are frequently cited in this regard, each 
involving western companies applying for patents on plants and plant products used 
traditionally for food and medicinal purposes, and have become emblematic of the 
problem.50 

 
Regarding this second broad category of objection, TRIPS contains greater flexibility 
than one might at first suspect, as the next two parts of this paper demonstrate.  It is 
worth considering at this point, moreover, that TK has long been able to be 
misappropriated; if TRIPS admittedly does not provide special protection for TK at this 
time, it is conversely difficult to support the argument that its mere existence 
aggravates an already-existing problem.  Indeed, it is possible to argue that, by 
establishing the need for a global approach to IPRs in general, TRIPS has at least 
stimulated a far-reaching dialogue on TK protection. 
 

C TK and the Review of TRIPS 
 
Since 2001, WTO members have given increasing attention to TK-related issues at the 
TRIPS Council.  Paragraph 3(b) of Article 27 explicitly requires a review of the 
exclusion for plants and animals and the protection of plant varieties by patents or sui 
generis systems.51  In addition, paragraph 19 of the 2001 Doha Ministerial Declaration 
instructed the TRIPS Council to examine “the relationship between the TRIPS 
Agreement and the Convention on Biological Diversity, the protection of traditional 
knowledge and folklore, and other relevant new developments raised by members”.52 
 
Some commentators have depicted the TRIPS Council as the battlefield of a “global 
conflict” between North and South, where53 
 

                                                 
49 Dutfield, above n 1, 254-256. 
50 These are the basmati rice, turmeric, and the neem tree cases: see Shubha Ghosh “Globalization, 
Patents, and Traditional Knowledge” 17 Colum. J. Asian L. 73, 93-108. 
51 There is disagreement between developed and developing countries over whether this “review” covers 
only the implementation of the provision or extends to the possibility of revising it: see Correa, above n 
44, 211. 
52 Ministerial declaration WTO Doc WT/MIN(01)/DEC/1 (2001) para 19 
<http://www.wto.org/english/thewto_e/minist_e/min01_e/mindecl_e.htm>. 
53 Erin Kathleen Bender “North and South: The WTO, TRIPS, and the Scourge of Biopiracy” (2003) 11 
Tulsa J. Comp. & Int'l L. 281, 281. 
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the industrialized nations of the North [struggle] to control the growth and development of the poor 
countries of the South, jealously guarding their own interests at the expense of the developing 
countries. 

 
This seems to suggest that developing countries all share a common view and position 
in relation to WTO issues.  However, a careful, more nuanced reading of developing 
countries’ submissions to the TRIPS Council reveals a slightly different picture.  
Specific suggestions regarding how to remedy the Agreement have varied, including: 
retaining but defining the terms used in that paragraph to clarify the differences 
between plants, animals and micro-organisms; explicitly prohibiting the patenting of all 
life forms, including micro-organisms; allowing for general and security exceptions 
along the lines of other WTO agreements; and prohibiting the patenting of inventions 
based on TK.54  This range of positions certainly suggests that not all developing 
countries share a single view on the direction TRIPS negotiations should take. 
 
Indeed, there is no reason to think that developing countries should hold a single view 
on how best to protect TK, nor even on the relative importance of protecting TK in 
relation to the broad range of other issues that are raised and negotiated at the WTO.  
As described in the second part of this paper, Pacific SIDS share a number of 
characteristics that distinguish them from many other developing country members of 
the WTO.  It would seem unlikely, for example, that the interests of a small Pacific 
Island country like Fiji would coincide significantly with those of a large and populous 
developing nation such as Brazil. 
 
With such a range of possible views on offer, it is doubtful that the TRIPS Council is 
the best or most natural venue to resolve them.  Firstly, the villagers and indigenous 
peoples who have the greatest interest in preserving and protecting TK have no 
membership rights at the WTO and in many cases have interests that differ materially 
from those of their respective governments.55  Secondly, as David Downes has argued, 
the relationship between IPRs and TK is a highly complex and technical subject and is 
therefore unlikely to be well understood by the generalist trade negotiators who attend 
TRIPS Council meetings.56  That TRIPS emerged from the Uruguay Round at all is 
something of an historical oddity, and IPRs, which in a sense establish private rights in 
order to prevent market competition, “fit awkwardly into the context of trade 

                                                 

i l s s
l

l
t iti : s 

54 These proposals were submitted by, respectively, Brazil; India, Kenya and the African Group; Kenya; 
and India: see WTO Secretariat Review of the Provis ons of Artic e 27.3(B): Summary of Issue  Rai ed 
and Points Made WTO Doc IP/C/W/369 (2002) 3-4; The Re ationship between the TRIPS Agreement 
and the Convention on Bio ogical Diversity: Summary of Issues Raised and Points Made WTO Doc 
IP/C/W/368 (2002); and The Protec ion of Trad onal Knowledge and Folklore  Summary of Issue
Raised and Points Made WTO Doc IP/C/W/370 (2002) (all notes prepared for the TRIPS Council). 
55 Ghosh, above n 49, 97. 
56 Dutfield, above n 1, 239. 
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negotiations” that aim at removing barriers to market competition.57  Other 
international agreements and organisations certainly appear to be more natural venues 
for resolving TK and “biodiplomacy” issues, including the CBD, the Food and 
Agriculture Organization of the United Nations, and WIPO.58 
 
Finally, Graham Dutfield has argued that there is actually very little likelihood of 
TRIPS being amended, at least in the foreseeable future, to provide greater protection 
for TK.59  Rather, it appears that developing countries have primarily raised TK issues in 
TRIPS negotiations as a “bargaining chip” to achieve different ends – especially to delay 
their own TRIPS compliance.60  In the meantime, as TRIPS negotiations stall, 
developed countries are increasingly using bi-lateral negotiations outside the 
WTO/TRIPS framework to apply pressures to developing countries and achieve their 
aims nonetheless.61  As most credible commentators agree that TRIPS is unlikely to 
change anytime soon, there would seem to be little point in Pacific SIDS adopting this 
strategy to protect TK. 
 

IV USING TRIPS: NATIONAL AND REGIONAL PROTECTION 
 
This and the next part of this essay consider alternative strategies, exploring the 
protection of TK at a national level through laws and systems that are TRIPS-
consistent.  In this part, I identify theoretical approaches and textual evidence 
supporting an expansive, flexible application of TRIPS, at the national level.  Two 
examples of this strategy, involving patent laws and sui generis systems, are offered as 
illustrations. 
 

A Flexibility in TRIPS 
 
One author has usefully described the WTO as having a “federated participatory 
structure”.62  Each member of the WTO willingly submits to certain restrictions, 

                                                 

t t : r t  
l f

i
f

57 David R. Downes “How Intellectual Property could be a Tool to Protect Traditional Knowledge” 25 
Colum. J. Envtl. L. 253, 262. 
58 Dutfield, above n 1, 260-269.  The Secretariat for WIPO’s Intergovernmental Committee on 
Intellectual Property and Genetic Resources, Traditional Knowledge and Folklore has produced some 
useful syntheses of views on policy objectives and options, core principles, and legal elements for the 
protection of TK: see Protec ion of Tradi ional Knowledge  Ove view of Policy Objec ives and Core
Princip es WIPO Doc WIPO/GRTKF/IC/7/5 (2004); The Protection o  Traditional Knowledge: 
Outl ne of Policy Options and Legal Elements WIPO Doc WIPO/GRTKF/IC/7/6 (2004); and 
Recognition o  Traditional Knowledge within the Patent System WIPO Doc WIPO/GRTKF/IC/7/8 
(2004) (all prepared for the Seventh Session of the Intergovernmental Committee, Geneva, November 1 
to 5, 2004). 
59 Dutfield, above n 1, 273. 
60 Ibid. 
61 Ibid 275. 
62 Ghosh, above n 49, 80. 
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including the terms of TRIPS, which in effect act as a “constitution” for the member 
states.  Within the framework of that constitution, WTO members are able to define 
IPRs in various ways, and are given a certain degree of freedom to experiment.63  From 
a political economy perspective, the constant expansion of the scope of patentable 
subject matter demonstrates that they can be “manipulated in order to effectuate the 
dominant interests of states and stakeholders”;64 conversely, then, TRIPS should be 
flexible enough to accommodate the needs of its less developed members. 
 
The preliminary provisions of TRIPS certainly suggest that such flexibility may be 
available.  Its preamble explicitly recognises 
 

the special needs of the least-developed country Members in respect of maximum flexibility in the 
domestic implementation of laws and regulations in order to enable them to create a sound and viable 
technological base. 

 
In describing the nature and scope of the members’ obligations, Article 1.1 states that 
members shall be “free to determine the appropriate method of implementing the 
provisions of this Agreement within their own legal system and practice.”  Articles 8.1 
and 8.2 likewise allow members to adopt “measures” that are “necessary… to promote 
the public interest in sectors of vital importance to their socio-economic and 
technological development”,65 or needed “to prevent the abuse of intellectual property 
rights by right holders”,66 as long as any such measures are “consistent with the 
provisions of this Agreement”.67  It is of course imperative to consider each proposed 
measure in light of all of the provisions of TRIPS; conversely, the meaning of each of 
the provisions of that Agreement, including those examined below, will be affected by 
the broad statements of principle found in the preamble and Article 8. 
 

B Patent Law 
 
While defining the scope of patent laws that each WTO member state must implement, 
Article 27 also allows some leeway for developing countries to tailor such laws to their 
own needs.  TRIPS commentators have identified several approaches to applying patent 
law for the protection of TK.  In this section, I focus on the three most commonly 
suggested approaches in this regard. 
 
1 Definitions 
 

                                                 
63 Ibid 81. 
64 Ikechi Mgbeoji “Patents and Traditional Knowledge of the Uses of Plants: Is a Communal Patent 
Regime Part of the Solution to the Scourge of Bio Piracy?” 9 Ind. J. Global Legal Stud. 163, 165. 
65 TRIPS Article 8.1. 
66 Ibid Article 8.2. 
67 Ibid Articles 8.1 and 8.2. 
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Several authors have made the argument that western IPRs law is far less settled and 
uniform than is commonly believed.68  According to this view, although TRIPS appears 
to use the standard terminology of western IPRs, its language masks an underlying lack 
of consensus across national systems about what those terms mean in practice.69  In 
relation to patents, for example, each of the elements of Article 27.1 – the meaning of 
“new”, “inventive step” and “capable of industrial application” – are contestable and can 
be interpreted to fit TK.  Indeed, TRIPS does not even define what an “invention” is, 
and WTO member countries are thus free to apply as broad or as narrow a definition of 
that term as they wish.70 
 
Exploring the possibilities provided by this inherent ambiguity, one expert group report 
suggests options for the implementation of TRIPS in developing countries.71  That 
report recommends that developing countries exclude from their definition of 
“invention” – and thus from patentability – such things as “discoveries”, “aesthetic 
creations”, “the whole or part of natural living beings and biological materials found in 
nature”, “essentially biological processes for the production of plants and animals”, and 
“new uses of a known product or process, including the second use of a medicine”.72 
 
These recommendations clearly proceed from the assumption that indigenous groups 
and other TK holders will want to prevent the patenting of TK in all cases.  Again, this 
assumption is not necessarily correct: TK holders may wish to patent TK themselves, 
jointly patent TK with commercial or governmental bodies, or enter into contracts 
(either directly or through an intermediary, such as a community trust) to allow 
companies to patent their TK in return for a one-off fee or a percentage of profits. 
 
Moreover, the sharp distinctions frequently drawn between TK and western IPRs are, 
on closer analysis, not always supportable.  For example, inventions are rarely any 
longer the product of individuals working alone.73  It is thus possible to draw close 
parallels between the development and ownership of TK in indigenous communities 
and inventions proceeding from and patented by a research institute.74  The former 
could be effected in a variety of ways, either directly by indigenous peoples or their 
representative organisations (such as, for example, a village fono in Samoa), or by 
commercial organisations who would then share ownership and/or the benefits of the 
IPRs with the indigenous peoples.75 

                                                 
68 Correa, above n 44, 21; Mgbeoji, above n 63, 174-175. 
69 See, for example, Mgbeoji, above n 63, 174. 
70 Correa, above n 44, 186. 
71 “Options for Implementing the TRIPS Agreement in Developing Countries  Updated and revised 
report of an Expert Group on the TRIPS Agreement and Developing Countries” in Correa, above n 44, 
223-254. 
72 Ibid 229. 
73 Dutfield, above n 1, 254-255. 
74 Mgbeoji, above n 63, 179 and 183. 
75 Dutfield, above n 1, 256. 
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In practice, of course, preparing and applying for patents is inevitably a lengthy, 
expensive and highly technical process, which few indigenous communities will be 
capable of carrying out unaided.76  Dutfield also reports that ideological opposition to 
western IPRs in general, and patents in particular, has prevented most traditional 
peoples and communities from exploring this possibility.77  Even if some Pacific Island 
cultural groups oppose the patenting of TK in principle, reaching consensus on this 
issue would be difficult, especially in highly heterogeneous countries such as Papua 
New Guinea and the Solomon Islands.  A more appropriate course of action might be 
to define patents in such a way that allows for and protects a diversity of approaches at 
the local community level. 
 

2 The morality exception 
 
As we have already seen, Article 27.2 of TRIPS allows WTO member countries to 
exclude certain inventions from patentability under certain conditions on moral 
grounds.  The morality exception appears to have been modeled on European Patent 
Convention and included in TRIPS at the insistence of European nations;78 it may also 
be linked to Article 8.2, which recognises that measures may be needed to prevent the 
abuse of IPRs. 
 
This exception is subject to national interpretation, as nowhere does TRIPS provide any 
definition of “ordre public” or “morality”.  As one author has noted, such concepts are 
relative to the values prevailing in each culture and country.79  Recent cases in European 
law on genetic engineering suggest that a broad interpretation is possible.80  Pacific 
SIDS are thus free to adopt their own interpretation of this exception to prevent 
patents that exploit TK without care or consideration for cultural sensitivities, due 
acknowledgement or consent.81 
 
Reliance on the ethical exceptions thus appears to be a more flexible strategy for the 
protection of TK within Pacific SIDS than disallowing patents on TK altogether.  These 
exceptions, carefully defined either by statute or by government policy, would allow a 
government agency established to process patent applications to inquire into each 
application to determine whether it incorporates or relies on TK, and whether that TK 
has been wrongfully obtained.  
                                                 
76 Ibid 255-256. 
77 Ibid 256. 
78 Susan Young "The patentability of Maori traditional medicine and the morality exclusion in the Patents 
Act 1953" (2001) 32 Victoria University of Wellington Law Review 255, 263. 
79 Correa, above n 44, 187-188. 
80 Ibid 188; Young, above n 77, 264. 
81 Chidi Oguamanam “Localizing Intellectual Property in the Globalization Epoch: the Integration of 
Indigenous Knowledge” 11 Ind. J. Global Legal Stud. 135, 167-168. 
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3 Prior informed consent and benefit-sharing arrangements 
 
Highly relevant to the ethics of any patent application is the issue of prior informed 
consent and benefit sharing with the community of origin.  As we have seen in the 
mamala tree case, benefit-sharing arrangements are sometimes entered into voluntarily.  
It is often suggested that such arrangements should be made compulsory by including a 
further requirement in national patent laws.82 
 
Article 15(5) of the Convention on Biological Diversity (“CBD”)83 requires any access 
to genetic resources to be subject to “prior informed consent of the Contracting Party 
providing such resources”, while Article 15(7) of the CBD requires parties to the CBD 
to implement “legislative, administrative or policy measures… with the aim of sharing 
in a fair and equitable way” with the country providing any genetic resources, “upon 
mutually agreed terms”, the benefits of their commercialization.”  Application of these 
principles at a national level would require, at a minimum, the disclosure of any TK and 
the origin of any genetic resources used in inventions, as well as the prior informed 
consent of the indigenous community providing such TK or genetic resources.84  It has 
been argued that an explicit requirement of this kind would simply regularise the 
common practice in many countries.85  There is some controversy regarding whether 
such a requirement would be a violation of the provisions of TRIPS.86  However, at 
least one scholar has argued that a national law would be TRIPS-consistent if it required 
patent applicants to do no more than describe the relevant genetic material and TK and 
submit documentary evidence that they had complied with the CBD’s access and 
benefit-sharing provisions.87 
 
One obstacle to the application of this strategy in the Pacific is that very few Pacific 
SIDS have operational patent laws and registries88 largely because a shortage of both 
human resources and funding makes a complex registration process difficult to 

                                                 
r

l
s

82 See, for example, Martin Khor Intellectual P operty, Biodiversity and Sustainable Development (Zed 
Books, London, 2002) 39. 
83 Opened for signature at Rio de Janeiro on 5 June 1992, 1760 UNTS 30619.  The 188 parties to the 
CBD include all of the current Pacific Island members of the WTO, as well as Tonga, Samoa and 
Vanuatu: see the website of the CBD Secretariat: <www.biodiv.org>. 
84 For a discussion of the interrelationships between TRIPS and the CBD, see Downes, above n 56, 274; 
Fiona Macmillan WTO and the environment (Sweet & Maxwell, London, 2001) 129-130; WTO 
Secretariat, The Re ationship between the TRIPS Agreement and the Convention on Biological 
Diver ity, above n 53, 6-9. 
85 Downes, above n 56, 274. 
86 See Nuño Pires de Carvalho “Requiring Disclosure of the Origin of Genetic Resources and Prior 
Informed Consent in Patent Applications without Infringing the TRIPS Agreement: The Problem and 
the Solution” (2000) 2 Wash. U. J.L. & Pol'y 371, 371. 
87 Dutfield, above n 1, 2-3. 
88 Forsyth, above n 20, 196-198 
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implement.  In addition, many inhabitants of these countries would be prevented from 
using money from using such laws and registries in any case, due to low levels of 
education and lack of money.  Nevertheless, if Pacific SIDS wished to comply with 
TRIPS, they will have to find ways to implement systems for registering patents.  In 
doing so, it would seem a relatively simple addition to require patent applicants to 
demonstrate that they had received the prior informed consent of the traditional 
owners of any TK used in the invention, and that they had made arrangements to share 
the benefits with them.  If an applicant is unable to demonstrate these matters, the 
application could be denied on the basis of the morality exceptions. 
 

C Sui Generis Systems 
 
Article 27.3(b) of TRIPS allows WTO member countries to provide for the protection 
of plant varieties by “an effective sui generis system”, but does not specify what such a 
sui generis system must look like.  A considerable number of books and articles have 
advocated the adoption of sui generis systems by developing countries, and have 
elaborated on the elements that such a system might contain.89 
 
Efforts have already been made to create a sui generis system for the protection of TK 
in the Pacific.  Pacific Island governments recognised the need to preserve and protect 
TK and expressions of indigenous culture at a symposium held in Noumea in February 
1999, organised under the auspices of the Secretariat of the Pacific Community (SPC) 
and the United Nations Educational, Scientific and Cultural Organization (UNESCO). 

90  The Final Declaration of that symposium proposed a broad definition of TK and 
expressions of indigenous culture and requested various organisations, led by the SPC, 
to coordinate the development of a model sui generis law on the protection of TK 
(model law).91 
 
The model sui generis law project was finalised at the end of 2003.  In brief, the model 
law provides for establishment of a government authority in each country, whose 
functions include establishing and maintaining a database of traditional biological 
knowledge, traditions and practices.  Prior informed consent and access and benefit 
sharing agreements are required; and a wide range of moral rights and traditional 
cultural rights are identified and supported by civil and criminal sanctions.  The model 

                                                 
89 See, for example, Posey and Dutfield, above n 45, 93-100; Cottier and Panizzon, above n 8, 387-298; 
and Khor, above n 81, 38-39. 
90 Gosselin, above n 7. 
91 UNESCO Symposium on the protection of traditional knowledge and expressions of culture in the 
Pacific Islands, Final Declaration, Noumea, New Caledonia, 15-19 February 1999 
<http://portal.unesco.org/culture/en/file_download.php/3650681371ca1bd46dfcb8b36e4ac80fNoumea1
999.pdf>. 
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law thus provides a framework for contractual arrangements to be entered into between 
TK-holders and others.92 
 
The criticisms directed at the model law are likely to be applicable to many sui generis 
systems.93  First, the contractual arrangements promoted by the model law are 
vulnerable to criticism for all of the reasons described in the previous part of this essay.  
Second, the model law may be regarded as perpetuating a dependency relationship in 
which local communities depend upon the State to protect their rights, and little effort 
is made to empower or fund the indigenous holders of TK.94  Third, although the 
government authority may have the benefit of reducing bargaining imbalances vis a vis 
large overseas corporations, indigenous groups may in fact become or feel more 
vulnerable to exploitation than if their interests were represented by, for example, a 
community or indigenous peoples’ trust.95  Finally, the model law does not adequately 
address the question of how TK (for example, in a particular plant variety) is to be 
proven to exist.96 
 

D A Coordinated Approach 
 
Despite these criticisms, there is certainly promise in the idea of a coordinated regional 
approach to the protection of TK.  At present, the model law simply provides a 
common framework for the protection of TK, which can be modified by each country 
in the region to serve its own particular needs and priorities.  Indeed, both of the 
strategies considered in this part are limited by their failure to engage meaningfully with 
a broader global context.  After all, no matter how effective patent laws and sui generis 
systems are at the national and regional level, they are unlikely to prevent all instances 
of bio-prospecting and bio-piracy if the companies engaged in those practices are 
determined not to reveal their true intentions.  A multi-national pharmaceutical 
company is unlikely to be concerned if it cannot patent its TK-derived product in Fiji 
or Vanuatu, whose relatively tiny and impoverished populations hardly constitute a 
significant market in any case.   
 
A further need for coordination arises out of the pan-Pacific cultural commonalities 
that were noted in the second part of this essay.  For example, of the many Pacific 
communities that traditionally use extracts of the kava root, which should own the TK 
relating to them?  From which community should prior informed consent be sought?  
                                                 
92 SPC “Pacific Regional Framework for the Protection of Traditional Knowledge and Expressions of 
Culture” (received by email from Rhonda Griffiths at the SPC). 
93 See Forsyth, above n 20; Marahare, above n 24; Gosselin, above n 7; Sabine Sand "Sui generis laws for 
the protection of indigenous expressions of culture and traditional knowledge" (2003) 22 University of 
Queensland Law Journal 188. 
94 Sand, above n 92, 198. 
95 Ghosh, above n 49, 117-118. 
96 Sand, above n 92, 198. 
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If the Solomon Islands (for example) were to adopt laws based on the model law, a 
company could simply obtain consent from Papua New Guinea to use TK relating to 
the canarium nut.  This issue may not arise where TK is specific to a particular locality, 
community or even country, such as appears to be the case with the mamala tree in 
Samoa.  It is evident, however, that measures adopted only at a national level will not 
always be effective in preventing the misappropriation of TK. 
 
A more effective approach, then, would be for Pacific SIDS to agree upon a common, 
consistent approach to TK- and TRIPS-related issues, and to commit to reciprocal 
enforcement of each other’s TK protection laws.97  This would lessen the likelihood of 
corporations “jurisdiction-picking” for sources of TK.  More effective still would be a 
strategy that took into consideration the regional political, economic and defence 
interests of the developed countries on the Pacific rim – the United States, Japan, 
China, Australia and New Zealand in particular – and sought ways to link those 
interests to commitments on the part of these countries to protect Pacific SIDS-
sourced TK. 
 

V USING TRIPS: INTERNATIONAL PROTECTION 

 
This part of this essay explores two modes by which the provisions of TRIPS could be 
used to protect TK extra-territorially: “positively” and “defensively”.98  I present 
examples of each of these in turn below, and consider their usefulness from a Pacific 
SIDS perspective. 
 

A Positive Protection 
 
Positive protection strategies exist where indigenous communities use IPRs to assert 
exclusive ownership over TK.99  For example, indigenous peoples may be able to patent 
TK; this possibility is considered and critiqued in part 4 of this paper, and I will not 
repeat the arguments here.  The most widely-discussed alternatives are the use of 
geographical indications and rules for the protection of undisclosed information. 
 

1 Geographical indications 
 
Article 22.1 of TRIPS defines geographical indications (GIs) as:  

                                                 
97 de Carvalho, above n 85, 10. 
98 The distinction between “positive” and “defensive” protection strategies is suggested in Sumathi 
Subbiah “Reaping what they Sow: the Basmati Rice Controversy and Strategies for Protecting Traditional 
Knowledge” 27 B.C. Int'l & Comp. L. Rev. 529, 541-542. 
99 Ibid. 
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[I]ndications which identify a good as originating in the territory of a Member, or a region or locality 
in that territory, where a given quality, reputation or other characteristic of the good is essentially 
attributable to its geographical origin. 

 
Article 22.2 requires member countries to provide legal means to prevent misleading 
suggestions of geographical origin and any use that constitutes an act of unfair 
competition, while Article 22.3 empowers member countries to refuse or invalidate the 
registration of a trademark that is misleading as to the true place of origin of the good. 
 
The scope of the protection for GIs provided by TRIPS is still fairly restricted.  Beyond 
the provisions described above, additional protection is accorded only to GIs for wines 
and spirits.100  Negotiations in the TRIPS Council have been deadlocked on whether 
this stronger protection should be available for other goods with particular geographical 
associations, such as Basmati rice or Camembert cheese.101 
 
Several authors have suggested exploring the use of GIs as a means of protecting TK.  
GIs differ from other IPRs, such as patents, inasmuch as they are based on collective 
traditions in a particular area, emphasising the relationships between the people and 
their land; they do not require an identifiable originator or inventor but rather the 
maintenance of a tradition; they limit the class of people who can use the indication, 
but cannot be sold; and they can be held in perpetuity, unlike patents.102  For all these 
reasons, GIs may be especially suitable for protecting TK.  In one example of the 
protection of TK using GIs, the state of New Mexico has passed a law preventing the 
sale of products that purport to be traditional Native American arts and crafts, unless 
actually produced by hand by indigenous people using natural materials.103 
 
One limitation on the use of GIs in a Pacific context is that most forms of Pacific TK 
have no existing commercial market or global brand.  This creates obvious obstacles to 
proving that a suggestion of geographical origin is misleading.  To take one of the 
examples described in the second part of this paper, it is hardly worth pointing out that 
the kava is not associated in the public mind with the Pacific in the same way that 
champagne is (probably in any part of the world) with a particular region in France.  It 
would be difficult, then, to demonstrate that a company in a developed country has 
“misled” the public into thinking that its product was produced in the Pacific, simply 
because it has used the word “kava” in the product’s name.  Again, TK of the use of 

                                                 
100 TRIPS Articles 23 and 24. 
101 See ICTSD “WTO Members Divided Over Geographical Indications” (3 July 2002) 6/25 Bridges 
Weekly Trade <http://www.ictsd.org/weekly/02-07-03/story5.htm>; and Jose Manuel Cortes Martin, 
“TRIPS Agreement: Towards a Better Protection for Geographical Indications?” (2004) 30 Brook. J. 
Int’l. L. 117, 182. 
102 See Downes, above n 56, 269; Cortes Martin, above n 100, 178-179; and Subbiah, above n 97, 557. 
103 Downes, above n 56, 270-271. 
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both kava and the canarium nut could be subject to competing claims from different 
cultural groups from different countries. 
 

2 Protection of undisclosed information 
 
Article 39 of TRIPS requires WTO members to provide, in the course of preventing 
unfair competition, protection for information that is secret and has commercial value 
because it is secret, where reasonable steps have been taken to keep the information 
secret.104  Article 39 expresses the principle that “to use information and knowledge 
generated by others and expressed in a specific product is unfair to the extent that it 
serves to facilitate copies or a derived product without the consent of the creator.”105  
Together with closed-access databases, Article 39 could thus be used to protect and 
commercialise TK, as experiments with this approach in Ecuador have demonstrated.106 
 
In some respects, this form of IPR might appear to be the most consistent with 
traditional means of protecting TK.  As is the case with GIs, however, the costs of 
asserting and proving the abuse of undisclosed information in any overseas jurisdiction 
are likely to be prohibitive.  In many cases – such as with kava and the canarium nut – 
moreover, the relevant TK will not be secret, and this form of protection will therefore 
not be available. 
 

B Defensive Protection 
 
Defensive protection strategies rely on the provisions of intellectual property laws to 
keep TK communal and to prevent TK prospectors from obtaining and registering 
exclusive IPRs in TK.  Two elements of the Article 27 definition of patentable subject 
matter have the potential to be used in this way. 
 

1 Proof of prior art 
 
The “novelty” requirement described in Article 27.1 is applied in a variety of ways in 
different countries.  In general, however, an invention will not be patentable where it 
can be shown that it is not new, or consists of “prior art”.  This was the primary basis 
on which the patent applications for turmeric, neem and basmati were challenged.  In 
the first of those cases, for example, the challengers were able to show that turmeric 
had been used in India for centuries for a wide range of medicinal purposes, including 

                                                 
104 TRIPS Articles 39.1 and 39.2. 
105 Cottier and Panizzon, above n 8, 392-393. 
106 Dutfield, above n 1, 259. 
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many of the purposes for which patents were being sought; the patent applications were 
cancelled as a result.107 
 
These limited successes suggest that TRIPS-consistent IPRs regimes are “not 
necessarily hostile to the interests of the developing world”.108  These successes have 
moreover encouraged development of national databases or community registries of TK 
that could be used to challenge patents and patent applications in the future.109  
Pioneering efforts have been made in this regard in India where, among other 
initiatives, WWF-India sponsors community-based “People’s Biodiversity Registers”.110 
 
The arguments against TK databases and registries are well rehearsed in a number of 
publications.  Critics of this approach argue that TK is constantly developing and that 
any registry or database would therefore need to be constantly updated,111 a time- and 
labour-intensive activity that may be suitable to a developing country that has a large, 
well-educated middle class, such as India, but that is unlikely to be viable in small 
Pacific Island nations.  Other, perhaps more ideologically-driven objections, are that a 
registry of TK perpetuates a paradigm that regards indigenous peoples solely as 
“producers of raw materials and importers of finished products”112 and creates a 
“[p]aternalistic bureaucracy”.113  More practically, it is argued that registries could be 
used as easy sources of information for bio-prospecting companies; slight modifications 
to the TK recorded in such a registry could result in a “new”, patentable product.114 
 
Given these criticisms, it might be easy to conclude that the registry/database strategy 
is not feasible in Pacific SIDS.  As we have seen, however, the model law developed for 
use in the Pacific does include provisions for national databases of TK.  One policy 
advisor who was closely involved in the development of that model law has argued that 
a database record of TK is appropriate inasmuch as it is a relatively informal means of 
storing information (at least in comparison to a registry), is not open to public access, 
simply records but does not legitimise any particular claim to TK vis a vis any other 
competing claim, and helps to achieve the collateral goal of preserving TK for future 
generations in a region that is undergoing rapid social and cultural changes.115 
 
It is evident, I think, that a confidential record of Pacific-sourced TK has the potential 
to provide valuable assistance in challenging patent applications in overseas 
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107 Ghosh, above n 49, 94. 
108 Ibid 95. 
109 See, for example, Krumenacher, above n 49, 155-156; and Khor, above n 81, 40. 
110 Sarah A Laird et al “Publication of biodiversity research results and the flow of knowledge” in Sarah A 
Laird (ed) Biodive s ty and Traditional Knowledge (Earthscan Publications Ltd, London, 2002) 85. 
111 Krumenacher, above n 47, 157. 
112 Mgbeoji, above n 63, 172. 
113 Ibid 173. 
114 Ibid 172. 
115 Gosselin, above n 7. 
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jurisdictions.  As such, it would seem sensible to make a start with national databases, 
as the model law promotes.  It is worth noting again, however, that nationally specific 
measures are unlikely to have any far-reaching effect, and may even expose TK to 
exploitation by elites in each country.  Even with the evidence that a TK database can 
offer, any legal action to oppose an application or revoke a patent is likely to be 
prohibitively expensive.  In highly diverse Pacific Island countries such as Papua New 
Guinea, moreover, villagers will very likely resist any government attempt to collect and 
record their TK.  In Fiji, similarly, indigenous Fijians may be suspicious of their TK 
falling into Indian hands, and vice versa.  One possibility worth exploring would be the 
creation of a pan-Pacific database, compiled and administered by a non-profit, 
nongovernmental organisation supported by all Pacific SIDS, or alternatively by an 
appropriate existing intergovernmental organisation such as the Pacific Regional 
Environment Programme116 or the SPC.117 
 

2 Prior informed consent 
 
The second part of this paper discussed making prior informed consent of the 
originating communities and/or countries of TK a precondition to patentability under 
national IPRs regimes.  In passing, I noted that there is some disagreement as to 
whether such a requirement would in fact be TRIPS-consistent.  In considering this 
issue, one intellectual property expert with practical experience at both the WTO and 
WIPO, has suggested a solution that could potentially lead to more wide-ranging 
strategies for the protection of TK. 
 
In the opinion of Nuño Pires de Carvalho, a requirement to demonstrate prior 
informed consent will conflict with TRIPS if it is made a condition of patentability, 
without which a patent will be invalid.  On the other hand, a patent regime will be 
TRIPS-consistent if it merely makes the enfo ceability of patent rights dependent on 
compliance with such a requirement.118  In an admirable piece of legal analysis, de 
Carvalho carefully assesses the requirement of prior informed consent against each of 
the relevant TRIPS provisions.  Finally, he suggests the application of a “fraudulent 
procurement” doctrine in accordance with paragraphs 1 and 2 of Article 8 of TRIPS, 
noted above in part 4 of this essay, which authorise WTO members to adopt measures 
to prevent the abuse of IPRs to promote the public interest in sectors of vital 
importance.119 

r

                                                

 
De Carvalho notes that the courts in the United States have already developed an 
approach that sanctions lack of candor by an applicant in relation to matters that are 

 
116 Homepage: <http://www.sprep.org/>. 
117 Homepage: <http://www.spc.org.nc/>. 
118 de Carvalho, above n 85, 372. 
119 Ibid 395-396. 
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relevant to a patent application but which are not requirements of patentability (such as 
the elements of novelty, etc in Article 27.1).  In such cases, where lack of candor is later 
demonstrated, the patent is not invalidated but rather is made non-enforceable.120  
Other possible solutions include punishing non-compliance by administrative sanctions 
such as a raise in maintenance fees.121  In conclusion, de Carvalho states that:122 
 

[I]f one obtains the genetic resource directly or indirectly used in making a patented invention 
in a country that has adopted legislation requiring prior informed consent, the failure to obtain 
that consent constitutes fraud and, therefore, an attempt to enforce that patent may be deemed 
an abuse of rights. 

 
This important study opens up a range of alternative strategies that might be feasible 
for the protection of TK in Pacific SIDS.  In particular, de Carvalho’s approach is 
noteworthy in that by focussing on a specific, little-known aspect of American 
jurisprudence – the fraudulent procurement doctrine – he reveals how developing 
countries could enact legislation with extra-territorial implications, affecting the 
enforceability of patents in the United States.  This one example suggests that in-depth 
studies of intellectual property and other laws in significant overseas jurisdictions (such 
as, for example, the European Union, Switzerland, Japan and Australia) could yield 
similarly useful results.  If Pacific SIDS (or, again, a nongovernmental or 
intergovernmental organisation working in the region) were to commission such 
studies, they might collectively assist in fashioning a regional IPRs regime that “works 
smarter, not harder” to protect TK. 
 

VI CONCLUSIONS: TRIPS AND BEYOND 
 
The geographic and cultural diversity of the Pacific region demands commensurately 
diverse and flexible strategies for the protection of TK.  This paper has identified three 
broad strategies and, without pretending to be comprehensive, has examined a few 
examples of each.  Each of these strategies sits on a continuum of attitudes to western 
IPRs and TRIPS that varies from outright hostility through to willingness to work with 
and adapt those systems for the benefit of indigenous and traditional communities.  
Which strategy is to be adopted will, of course, depend on the attitude, priorities and 
other policy considerations of each state.  Nevertheless, there is value in having the 
strategies clearly defined and differentiated, so that such choices can be carefully 
weighed and considered. 
 
In terms of the capacity to implement each strategy, the constraints on Pacific SIDS 
include ones that are common to other developing countries – limited local 
opportunities for commercialisation, lack of extensive public investment in research, 

                                                 
120 Ibid 397. 
121 Ibid 390 (footnote 39). 
122 Ibid 400. 
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little available capital, and unfamiliarity with patenting and other IPRs processes.123  In 
addition, however, this paper has highlighted some specific characteristics of Pacific 
SIDS that create additional challenges in assessing and implementing the available 
strategies.  On the one hand, these realities make it unfeasible for Pacific SIDS to seek 
amendment of TRIPS; on the other hand, they require that Pacific SIDS collaborate 
more closely to find strategic means to protect TK.   
 
One author has suggested that efforts to protect TK using western IPRs result in the 
“forced epistemological assimilation” of the former by the latter.124  The globalisation 
of western IPRs through TRIPS nevertheless demands attention.  In my view, Pacific 
SIDS would benefit from scrutinising both IPRs and TRIPS more carefully.  As 
suggested in the last part of this essay, deeper engagement with overseas and global 
legal regimes may yet reveal the most effective strategies for protecting TK. 
 

                                                 
123 Anupam Chander and Madhavi Sunder “The Romance of the Public Domain” (2004) 92 Calif. L. Rev. 
1331, 1351-1352. 
124 Oguamanam, above n 80, 168-169. 
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